UNITED STATEPCEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/461 , 6S4 12/14/99 



LAUS 



7636-0020 . 30 



r 



022913 
IOTA PI LAW GROUP 
350 CAMBRIDGE AVENUE SUITE 250 
p 0 BOX 60850 
PALO ALTO CA 94306™ 0S50 



Hn22/0327 



EXAMINER 



D I BR I NO. M 



ART UNIT 



PAPER NUMBER 



1644 
DATE MAILED: 



C 



03/27/01 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarics 



PTO-90C (Rev. 2/95) 
S. G.P.O. 2000 : 



1- File Copy 



Office Action Summary 



Application No. 
09/461,684 



Applical 

Laus et al. 



Examiner 

Marianne DiBrino 



Group Art Unit 
1644 




□ Responsive to connnnunicatlon(s) filed on , 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters. prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu^^B36 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1_ month(s). or thirty days, whichever is 

longer from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1136(a). 

Disposition of Claim 

K Claim(s) jM8 . '^^^^^ ^^P''^^^ 

Of the above, claim(s) . '. 's/are withdrawn from consideration 

□ Claim(s) . '^^^^^ 

□ Claim(s)_____ ^ '^/^^^ ^^j^^^^^- 

□ Claim(s) . '^^^^^ 

^ Claims 1-18 subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review. PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner 

□ The proposed drawing correction, filed on is □ approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All [3ome* Elone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

*Certified copies not received: . . 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 

Attach ment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTG-152 
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DETAILED ACTION 



1. Please Note: In an effort to enhance communication with our customers and reduce 
processing time, Group 1640 is running a Fax Response Pilot for Written Restriction 
Requirements. A dedicated Fax machine is in place to receive your responses. The Fax 
number is 703-308-4315. A Fax cover sheet is attached to this Office Action for your 
convenience. We encourage your participation in this Pilot program. If you have any 
questions or suggestions please contact Paula Hutzell, Ph.D., Supervisory Patent Examiner at 
Paula.Hutzell@uspto.gov or 703-308-4310. Thank you in advance for allowing us to enhance 
our customer service. Please limit the use of this dedicated Fax number to responses to 
Written Restrictions. 

2. Restriction to one of the following inventions is required under 35 U.S.C, § 121: 

I. Claims 1-7, drawn to an antigenic composition comprising an antigen with an added 
peptidic sequence, classified in Class 424, subclass 193.1. 

II. Claims 8-14, drawn to a therapeutic composition comprising an antigen presenting cell 
(APC), classified in Class 424, subclass 93.7. 

III. Claims 15-18, drawn to a method of immunizing a subject against a tumor or a pathogen, 
classified in Class 424, subclass 93.7. 

3. Inventions I and III are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (M.P.E.P. 

§ 806.05(h)). 

In the mstant case, the product as claimed can be used in a materially different process such as 
for in vivo immunization of a subject. The method of Invention I, in contrast comprises in 
vitro stimulation of dendritic cells with an antigen followed by adoptive transfer of the 
dendritic cells to a subject. 

4. Inventions I and II are different products. 

Antigens comprising an added peptidic sequence are different from antigen presenting cells 
because an antigen is a chemical structure such as a protein or peptide and a cell comprises 
organized structures which function in concert, which require non-coextensive searches 



Therefore they are patentably distinct. 
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1 2 Should applicant traverse on the ground that the species are not patentably distinct, 
Lica^rshord su« evidence or identify such evidence now of record showing the species 
Tb otits " clearly admit on the record that this is the case. In either mstance, if 
Se examiner finds one of the inventions unpatentable over the pnor art, the evidence or 
ISss^may be used in a rejection under 35 U.S.C. § 103 of the other invention. 

13 Applicant is advised that the response to this requirement to be complete must include an 
elect^n of the invention to be examined even though the requirement be traversed. 

14 Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
Li»s b^amendedm^^^^^^ § 1 .48(b) if one or more of the 
Tr emly n^ed inventors is no longer an inventor of at least one clami remaming in Ae 
Z^ln. Any amendment of mventorship must be accompanied by a diligently-^ d 
petition under 37 C.F.R. § 1.48(b) and by the fee required under 37 C.F.R. § 1.17(h). 

15. Any inquiry concerning this communication or earlier ^o^^" examiner 
hould be directed to Mariamie DiBrino whose telephone number is (703) 308-0061 . 1 he 
finer ct non^^^^^^ be reached Monday through Friday from 8:30 am to 6^00 pm. A 

2d dirLted toVrecLology Center 1600 receprtonis, whose telephone number rs 
(703) 308-0196. 

Papers related to this application may be submitted ■» Technology Cetrter 1600 by fecshmlc 
fr^mjssioh. papers sho^^^^ 

'i^t OfflS" lo9~N— k 19S9,. The CM. Fax Center telephone 
number is (703)_305-3014^ 

Marianne DiBrino, Ph.D. , , a 

Patent Examiner / / ^ V ^/j 

Group 1640 [jiMm^^ 
Technology Center 1600 chdcdiSJ"'^'^ ^- ^^^^ 

March 9. 2001 
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